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MARK STATEMENT
The mark consists of standard characters, without claim to any particular font
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ARGUMENT(S)

The Examiner has finally refused registration for the mark in this application because of a likelihood of
confusion with MEFIVER, registration no. 4334780 for the goods of coats of denim; Denim jackets;
Denims; Jeans.  The applicant respectfully disagrees and along with this response is filing a Notice of
Appeal.

The applicant’s mark is FIVER.  This is a word with various meanings.  Please see the attached
evidence and the record of the last response.  MEFIVER is not a familiar word. It has no dictionary
meaning.  The registrant even claims it is not a word.  Consumer’s are capable of distinguishing real
words from non words.  Consumers generally can differentiate familiar words from unfamiliar words,
National Distillers & Chem Corp v. William Grant & Sons, Inc.  184 USPQ 34 (CCPA 1974).   
MEFIVER would be thought of as one word because it appears as one word.  FIVER and MEFIVER are
not the same in look sound, meaning, or commercial impression.

The registrant states that their trademark is not a word, but to them it means “give me five” as in “give
me a high five”.  From the dictionary meanings “high five” is not one of the meanings of “fiver”. 
Given that MEFIVER has the meaning of “give me a high five” then MEFIVER is closer to registration
4643221 for HIGHFIVE or M.I.FIVE registration nos 4752332 and 4752321 than FIVER is to
MEFIVER.  MEFIVER exists in the market place and on the principal register with HIGHFIVE and
M.I.FIVE resulting in the assumption that there is no likelihood of confusion.  There would also be no
likelihood of confusion of FIVER with MEFIVER.



The Examiner claims ME FIVER is a possessive version of fiver.  If so, it still has a different
connotation than FIVER.  It is ones personal fiver which is not the same as a fiver.  It is a specific fiver.
The Examiner cites  In re Binion, 93 USPQ2d 1531, 1534 (TTAB 2009) (noting that “[t]he absence of
the possessive form in applicant’s mark . . . has little, if any, significance for consumers in
distinguishing it from the cited mark”). This case involved the marks BINION and BINION’S.  Adding
an apostrophe “s” to indicate possession results in a word much closer to the original word than adding
a new word such as “me”.   

Also, there are many examples of marks on the principal register, in class 25, where both the mark and a
possessive form of the mark are both registered by different entities.  For example, HAPPY (allowed)
and MEHAPPYand MYHAPPY, My SONG and S.O.N.G., DESTINY and MY DESTINY, HERO and
MY HERO, EGO and MY EGO, STARS and MY STAR, OCEAN and MY OCEAN, PRO  and MY
PRO, KLYMIT and MYCLIMATE, MO’S and myMO (allowed). Registration is prima facie evidence
that the mark is not confusingly similar to other registered marks Liberty Mut. Ins Co. v. Liberty Ins
Co., 127 USPQ 312 (E.D. Ark 1960).  If there is no likelihood of confusion between these marks then
there should also be none between FIVER and MEFIVER.  MEFIVER is even less similar in meaning
to FIVER than “my fiver” would be because of it being one word, it not having dictionary meaning, 
and its incorrect usage of English grammar to show possession.  

MEFIVER has a different connotation.  Using “me” to indicate possession gives an urban feel to
MEFVER.  FIVER does not give this feeling.  FIVER has meaning as a real word.  Likelihood of
confusion generally does not exist when the marks in their entireties project dissimilar commercial
impressions, Citigroup Inc. v. Capital City Bank Group., Inc 98 USPQ2d 1253 (Fed. Cir. 2011) .
Especially, in relation to its goods of denim MEFIVER  has an urban connotation which FIVER does
not.   Connotation is taken in respect of the goods.   In re Shawnee Milling Co., 225 USPQ 747, 749
(TTAB 1985)

The goods of the applicant and the registrant are distinguishable.  The registrant’s goods are limited to
denim.  Applicant’s goods are general clothing articles, that are not specific in a way that gives
meaning to the mark FIVER.  The examining attorney asserts that the nature of the goods and services
are closely related, which would cause consumers encountering both marks to assume the marks come
from the same source, however, goods may fall under the same general product category but operate in
distinct niches. When two products are part of distinct sectors of a broad product category, they can be
sufficiently unrelated that consumers are not likely to assume the products originate from the same
mark. Checkpoint systems, Inc. v. Check PointSoftwareTechnologies, Inc., 60 USPQ2d 1609 (3rd Cir.
2001).

The registration is a design mark which is distinctive compared to applicant’s mark. Besides the
differences in the letters making up the mark there is also a difference in the look of the mark. Sound is
less important if the prospective purchasers are likely to encounter the marks visually rather than
aurally. First Int’l Servs Corp. v. Chuckles Inc. (5 USPQ2d 1628, 1632 TTAB 1988). Consumers will
see the trademark on labels and tags attached to the clothing.  

There would be no likelihood of confusion between the trademarks FIVER and MEFIVER.  They have
a different look, pronunciation, connotation, goods and commercial impression.  There are other marks
on the principal register which are closer to MEFIVER than FIVER is and there are many marks with
both a word and the possessive form of the word registered by different entities for the same goods. 
These reasons in combination lead to a conclusion of no likelihood of confusion between the two marks.
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Request for Reconsideration after Final Action
To the Commissioner for Trademarks:

Application serial no. 79149536 FIVER(Standard Characters, see http://tmng-
al.uspto.gov/resting2/api/img/79149536/large) has been amended as follows:

ARGUMENT(S)
In response to the substantive refusal(s), please note the following:

The Examiner has finally refused registration for the mark in this application because of a likelihood of
confusion with MEFIVER, registration no. 4334780 for the goods of coats of denim; Denim jackets;
Denims; Jeans.  The applicant respectfully disagrees and along with this response is filing a Notice of
Appeal.

The applicant’s mark is FIVER.  This is a word with various meanings.  Please see the attached evidence
and the record of the last response.  MEFIVER is not a familiar word. It has no dictionary meaning.  The
registrant even claims it is not a word.  Consumer’s are capable of distinguishing real words from non
words.  Consumers generally can differentiate familiar words from unfamiliar words, National Distillers &
Chem Corp v. William Grant & Sons, Inc.  184 USPQ 34 (CCPA 1974).    MEFIVER would be thought of
as one word because it appears as one word.  FIVER and MEFIVER are not the same in look sound,
meaning, or commercial impression.

The registrant states that their trademark is not a word, but to them it means “give me five” as in “give
me a high five”.  From the dictionary meanings “high five” is not one of the meanings of “fiver”.  Given
that MEFIVER has the meaning of “give me a high five” then MEFIVER is closer to registration
4643221 for HIGHFIVE or M.I.FIVE registration nos 4752332 and 4752321 than FIVER is to
MEFIVER.  MEFIVER exists in the market place and on the principal register with HIGHFIVE and
M.I.FIVE resulting in the assumption that there is no likelihood of confusion.  There would also be no
likelihood of confusion of FIVER with MEFIVER.

The Examiner claims ME FIVER is a possessive version of fiver.  If so, it still has a different connotation
than FIVER.  It is ones personal fiver which is not the same as a fiver.  It is a specific fiver. The Examiner
cites  In re Binion, 93 USPQ2d 1531, 1534 (TTAB 2009) (noting that “[t]he absence of the possessive
form in applicant’s mark . . . has little, if any, significance for consumers in distinguishing it from the
cited mark”). This case involved the marks BINION and BINION’S.  Adding an apostrophe “s” to
indicate possession results in a word much closer to the original word than adding a new word such as
“me”.   

Also, there are many examples of marks on the principal register, in class 25, where both the mark and a
possessive form of the mark are both registered by different entities.  For example, HAPPY (allowed) and
MEHAPPYand MYHAPPY, My SONG and S.O.N.G., DESTINY and MY DESTINY, HERO and MY
HERO, EGO and MY EGO, STARS and MY STAR, OCEAN and MY OCEAN, PRO  and MY PRO,
KLYMIT and MYCLIMATE, MO’S and myMO (allowed). Registration is prima facie evidence that the
mark is not confusingly similar to other registered marks Liberty Mut. Ins Co. v. Liberty Ins Co., 127
USPQ 312 (E.D. Ark 1960).  If there is no likelihood of confusion between these marks then there should
also be none between FIVER and MEFIVER.  MEFIVER is even less similar in meaning to FIVER than



“my fiver” would be because of it being one word, it not having dictionary meaning,  and its incorrect
usage of English grammar to show possession.  

MEFIVER has a different connotation.  Using “me” to indicate possession gives an urban feel to
MEFVER.  FIVER does not give this feeling.  FIVER has meaning as a real word.  Likelihood of
confusion generally does not exist when the marks in their entireties project dissimilar commercial
impressions, Citigroup Inc. v. Capital City Bank Group., Inc 98 USPQ2d 1253 (Fed. Cir. 2011) .
Especially, in relation to its goods of denim MEFIVER  has an urban connotation which FIVER does
not.   Connotation is taken in respect of the goods.   In re Shawnee Milling Co., 225 USPQ 747, 749
(TTAB 1985)

The goods of the applicant and the registrant are distinguishable.  The registrant’s goods are limited to
denim.  Applicant’s goods are general clothing articles, that are not specific in a way that gives meaning
to the mark FIVER.  The examining attorney asserts that the nature of the goods and services are closely
related, which would cause consumers encountering both marks to assume the marks come from the same
source, however, goods may fall under the same general product category but operate in distinct niches.
When two products are part of distinct sectors of a broad product category, they can be sufficiently
unrelated that consumers are not likely to assume the products originate from the same mark. Checkpoint
systems, Inc. v. Check PointSoftwareTechnologies, Inc., 60 USPQ2d 1609 (3rd Cir. 2001).

The registration is a design mark which is distinctive compared to applicant’s mark. Besides the
differences in the letters making up the mark there is also a difference in the look of the mark. Sound is
less important if the prospective purchasers are likely to encounter the marks visually rather than aurally.
First Int’l Servs Corp. v. Chuckles Inc. (5 USPQ2d 1628, 1632 TTAB 1988). Consumers will see the
trademark on labels and tags attached to the clothing.  

There would be no likelihood of confusion between the trademarks FIVER and MEFIVER.  They have a
different look, pronunciation, connotation, goods and commercial impression.  There are other marks on
the principal register which are closer to MEFIVER than FIVER is and there are many marks with both a
word and the possessive form of the word registered by different entities for the same goods.  These
reasons in combination lead to a conclusion of no likelihood of confusion between the two marks.  
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SIGNATURE(S)
Request for Reconsideration Signature
Signature: /cecelia m. perry/     Date: 11/02/2015
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Signatory's Position: attorney of record, New Jersey bar member

The signatory has confirmed that he/she is an attorney who is a member in good standing of the bar of the
highest court of a U.S. state, which includes the District of Columbia, Puerto Rico, and other federal
territories and possessions; and he/she is currently the owner's/holder's attorney or an associate thereof;
and to the best of his/her knowledge, if prior to his/her appointment another U.S. attorney or a Canadian
attorney/agent not currently associated with his/her company/firm previously represented the owner/holder
in this matter: (1) the owner/holder has filed or is concurrently filing a signed revocation of or substitute
power of attorney with the USPTO; (2) the USPTO has granted the request of the prior representative to
withdraw; (3) the owner/holder has filed a power of attorney appointing him/her in this matter; or (4) the
owner's/holder's appointed U.S. attorney or Canadian attorney/agent has filed a power of attorney
appointing him/her as an associate attorney in this matter.

The applicant is not filing a Notice of Appeal in conjunction with this Request for Reconsideration.
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